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(1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly affect or 
be directly affected by or have a bearing on the decision in the pending appeal is contained in the 
brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

( 5) Summ ary of In ven tion 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 1-6, 8-10, 12, 13, 15, 17-22, 24-31, and 
33-38 do not stand or fall together and provides reasons as set forth in 37 CFR 1.192(c)(7) and 
(c)(8). 

( 8) Claims Appealed 

Claim 28 contain(s) substantial errors as presented in the Appendix to the brief. 
Accordingly, claim 28 is correctly written in the Appendix to the Examiner's Answer. 
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(9) 


Prior Art of Record 


5,411,141 


Cheng 


12-1995 


5,881,606 


Roddy 


3-1999 


5,509,328 


Lai 


4-1996 


(1 0) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 8, 9, 19, 28, and 33-38 are rejected under 35 U.S.C. 1 12, first paragraph. This 

rejection is set forth in prior Office Action, Paper No. 20. 

Claims 1-3, 10, 12, 13, 15, 17, and 20-22 are provisionally rejected under the judicially 

created doctrine of obviousness-type double patentings This rejection is set forth in prior Office 

Action, Paper No. 20. 

Claims 1-3, 10, 12, 13, 17, 20, and 21 are rejected under 35 U.S.C. 102(b). This rejection 
is set forth in prior Office Action, Paper No. 20. 

Claims 4-6, 15, 18, 22, 24-27, and 29-31 are rejected under 35 U.S.C. 103(a). This 
rejection is set forth in prior Office Action, Paper No. 20. 

(11) Response to Argument 

A) The Claim Rejection Under 35 U.S.C. 1 12, First Paragraph 

After further review and consideration of the appellant's argument, the Examiner 
withdraws the rejection under 35 U.S.C. 112, first paragraph. 

B) The Prior Art Rejection 

In response to the appellant's argument that Cheng fails to show the "outer surface 
portions defining an imaginary cylinder.. .at least one (or plurality as recited in claim 24) 
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fastener(s) receiving passageway therein offset a predetermined distance from an axis defined by 
the imaginary cylinder", it is the Examiner's position that Cheng shows such limitations as 
broadly interpreted. There appears to be a couple of key words in the claim language that need 
to be better examined before responding to the appellant's argument. 

1) The words "imaginary cylinder" is defined by the outer surface portions of the pair of 
cooperating clamp members as recited in the claims. In other words, it is a cylinder that 
has no mass and is defined by the outer surface portions of the clamp members 
(emphasis added). There is no other definition provided in the specification as originally 
filed. Looking at the argument that the appellant makes regarding the Examiner's using 
of Cheng's reference, the appellant asserts, on page 12 lines 1 1-14 of the Appeals Brief, 
that "contrary to the Examiner's assertion on page 1 1 of the Office Action, a 'cylinder', 
circular or oval, cannot be defined by two different sized arcs connected by a step or 
shoulder, as shown in Cheng." However, such negating definition is not found anywhere 
in the specification. The word "cylinder" is defined by Merriam Webster's Collegiate 
Dictionary, 10 th Edition, as "the surface traced by a straight line moving parallel to a 
fixed straight line and intersecting a fixed planar closed curve." 

2) The word "axis" is simply defined by the imaginary cylinder as recited in the claims. 
There is no other definition in the specification as originally filed that further defines 
exactly what the word "axis" means. To one of ordinary skill in the art as broadly 
interpreted, an axis can be derived from several different ways. Normally, an axis can be 
defined by a moment of inertia of an object; a center of gravity of an object; an imaginary 
line in which an object rotates about; or simply a fixed imaginary line that provides a 
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point/line of reference for an object. Simply reciting that an axis is defined by the 
imaginary cylinder does not specifically describe where the axis should be located. In 
other words, the language "an axis defined by the imaginary cylinder" does not 
automatically or inherently position the axis in the center of the imaginary cylinder as 
shown in Fig. 1 1 of the present invention as the phantom line 45. (It is noted that 
although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993).) 

Going back to the appellant's argument, the appellant asserts that Cheng's clamp 
members define "two cylinders, one larger than the other, and each having a passageway aligned 
with the center axis", since the clamp members 28 has a reduced diameter portion on one side 
and an enlarged diameter portion on the other side. The appellant's assertion may be true, but it 
is not false to assert that there can be one imaginary cylinder that is defined by an arc portion on 
the reduced diameter portion and an arc portion on the enlarged diameter portion of Cheng's 
clamp members making the imaginary cylinder to look like an "egg-like" oval shaped cylinder. 
The claim language does not limit the definition of the imaginary cylinder to be defined by the 
entire outer surface of the clamp members, but rather "outer surface portions" define the 
imaginary cylinder. Therefore, it is well within the definition as set forth in the claim language 
that the oval shaped imaginary cylinder can be defined by the opposite end arc portions which 
are part of the "outer surface portions" of Cheng's clamp members. As a result of the imaginary 
cylinder being an egg-shaped cylinder, the center axis defined by the imaginary cylinder is offset 
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from the passageway as shown in Fig. 1 below. (Note: the Examiner interpreted the axis defined 
by the imaginary cylinder of Cheng to be the center axis of the imaginary cylinder so that it 
would be consistent with the appellant's axis as shown in Fig. 1 1, although the axis of Cheng 
could have been positioned anywhere along the imaginary cylinder as broadly interpreted.) 



Im^iA^y Cy^iTji^^ — ^/V ******** fecGvi^ fcoSaaew<y 

FIG1 (Gross I; Ex^g^ted Vie*> 
Even if the limitation, "outer surface portions", means the entire outer surface of the 
clamp members, Cheng's imaginary cylinder can be defined so that the axis of the imaginary 
cylinder is offset from the passageway. As shown in Fig. 2 below, an axis A, for example, can 
be positioned offset from the passageway along the imaginary cylinder that is defined by the 
entire outer surface of the clamp member of Cheng, since the present claim language does not 
provide specifically how the axis defined by the imaginary cylinder in the present invention is 
defined. 



FIG 2 
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C) The Double Patenting Rejection 

In response to the appellant's argument that the double patenting rejection should be 
withdrawn because neither the co-pending application, 09/658,509, nor the Cheng patent 
discloses or teaches the imaginary cylinder defined by the outer surface portions of the clamp 
members and having at least one fastener receiving passageway being offset from an axis of the 
cylinder, and because the present claims are directed to patentably distinct aspects of the bicycle 
stem and there will exist no improper timewise extension of the right to exclude, it is the 
Examiner's contention that the double patenting rejection is proper. First of all, the co-pending 
patent application, 09/658,509, is directed to at least similar, if not same, aspects of the bicycle 
stem. One bicycle stem being adapted to be attached to the steering tube and the other being 
adapted to attach the handlebar does not mean that those stems are patentably distinct. The 
steering tube and the handlebar are the environment in which the claimed bicycle stem is 
intended to be utilized in. Their intentions are not given patentable weight. The bicycle stem 
disclosed in the present invention is actually the same bicycle stem disclosed in the co-pending 
patent application 09/658,509 and both applications seek to protect the bicycle stem in general 
that include the handlebar clamping portion and the steering tube clamping portion in the claims. 
Both applications exclude certain limitations in the claims that can be modified by the Cheng 
reference as discussed in the Final rejection made on May 1, 2003, paper No. 20. Moreover, as 
discussed above in the response to the appellant's argument in section B), Cheng shows the 
imaginary cylinder defined by the outer surface portions of the clamp members and having at 
least one fastener receiving passageway being offset from an axis of the cylinder. And lastly, the 
nonstatutory double patenting rejection is provided to prevent two major issues, one being 
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improper ownership and the other being unfairly extending time period for the right to exclude. 
The appellant's statement in the argument that "there will exist no improper timewise extension 
of the right to exclude" is not a sufficient reason to withdraw the rejection. The appellant should 
file a terminal disclaimer in compliance with 37 CFR 1.321(c) to overcome the provisional 
double patenting rejection. 

For the above reasons, it is believed that the rejections should be sustained. 


Respectfully submitted, 


chk 

March 30, 2004 



CHONG H. KIM 
PRIMARY EXAMINER 


Christopher F Regan 

Allen Dyer Doppelt Milbrath & Gilchrist PA 
POBox 3791 
Orlando, FL 32802-3791 
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Appendix to the Examiner's Answer 

28. (previously amended) A bicycle stem according to Claim 24 wherein the fastener 
receiving passageways are also canted at a predetermined angle from parallel to the axis of the 
imaginary cylinder. 


